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Gary L. Jones of Kohrman Jackson & Krantz, P.L.L. for The
Caregi vers G oup, Inc.
Young Ch (Richard) Kim Trademark Exam ning Attorney, Law
O fice 115 (Tomas VI cek, Managi ng Attorney).
Bef ore Hairston, Walters and Rogers, Adm nistrative
Trademar k Judges.
Opi nion by Hairston, Adm nistrative Trademark Judge:

The Caregivers G oup, Inc. has appeal ed fromthe final
refusal of the Trademark Exam ning Attorney to register THE
CAREG VERS MARKETPLACE as a trademark for “providing
busi ness marketing information in the nedical products and

»l

services industry. Regi strati on has been

! Application Serial No. 76324711, filed COctober 15, 2001, based
on a bona fide intention to use the mark i n conmerce.
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finally refused pursuant to Section 2(e)(1l) of the
Trademar k Act, 81052(e)(1), on the ground that applicant’s
mark is merely descriptive of the identified services.

Applicant and the Exam ning Attorney have fil ed appeal
briefs. No oral hearing was requested.

I n support of his position that THE CAREGQ VERS
MARKETPLACE is nerely descriptive of “providing business
mar keting information in the nedical products and services
busi ness”, the Exami ning Attorney has pointed to portions
of a press rel ease announcing applicant’s services:

The Caregivers G oup, Inc. Launches The

Car egi vers Marketpl ace — A Group Purchasing

Program for Fam |y Caregivers

The Caregivers Marketplace has teaned up

with MetLife to launch the programin early

2002 to 44 mllion househol ds

Manuf acturers and providers can offer product

i nformation/rebates/di scounts to caregivers

t hrough a targeted and w de reaching

awar eness canpai gn
Al so, the Exam ning Attorney points to the foll ow ng
guestion and answer at applicant’s website:

What is The Caregivers Marketpl ace?

The Caregivers Marketplace (TCM is a group-

pur chasi ng plan specifically designed to

offer savings to the famly caregivers. TCM

wor ks with | eadi ng manufacturers to negoti ate

rebates and di scounts on carefully sel ected

products and services that caregivers
buy on a regul ar basis, such as nutrition,



Ser No. 76324711

i ncontinence, aids to daily living, bathing
supplies, and nobility and home nodification
equi pnent. TCM does not sell products - we
provi de caregivers with a TCM Savings Card to
t ake advantage of savings in the marketpl ace.

The Exam ning Attorney al so made of record the foll ow ng

definitions from The Anerican Heritage Dictionary of the

Engli sh Language (3rd ed. 1992):

caregiver: 1. An individual, such as a physician,
nurse, or social worker, who assists in the
identification, prevention, or treatnment of an
illness or disability. 2. An individual, such as
a parent, foster parent, or head of a househol d,
who attends to the needs of a child or a

dependent adul t.

Mar ket pl ace: 1. An open area or square in a

town where a public nmarket or sale is set up.

2. The world of business or conmerce.

3. A situation or place in which val ues and

i deas are put forward for debate or recognition

a marketplace for new ideas; the literary

mar ket pl ace.

Based on the foregoing evidence, the Exam ning
Attorney concl udes that THE CAREG VERS MARKETPLACE is
nerely descriptive of the identified services because it
indicates “the applicant is providing a marketplace for
manuf acturers to reach caregivers.” (enphasis in original)
(First office action, p. 2).

Applicant, in urging reversal of the refusal to

regi ster, contends that the phrase THE CAREGQ VERS

MARKETPLACE i s i ncongruous because applicant’s services



Ser No. 76324711

wi Il not involve the operation of a marketplace per se,
that is, applicant will not be selling goods and services
to caregivers through its program Rather, applicant’s
programw || serve as a conduit whereby

manuf act urers/ provi ders of goods and services of interest
to caregivers may offer information about such goods and
services, as well as rebates/di scounts on purchases.

Thus, according to applicant, its mark is at nost
suggestive of its services.

The Exam ning Attorney bears the burden of show ng
that a mark is nerely descriptive of the rel evant goods or
services. Inre Merrill Lynch, Pierce, Fenner, and Smth
Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Cr. 1987).
A mark is considered to be nerely descriptive of goods or
services, within the neaning of Section 2(e)(1) of the
Trademark Act, if it imrediately descri bes an ingredient,
quality, characteristic or feature thereof or if it
directly conveys information regardi ng the nature,
function, purpose or use of the goods or services. Inre
Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18
(CCPA 1978). It is not necessary that a mark descri be al
of the properties or functions of the goods or services in
order for it to be considered to be nerely descriptive

thereof; rather it is sufficient if the mark descri bes a
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significant attribute or idea about them Moreover,
whether a mark is nmerely descriptive is determ ned not in
the abstract, but in relation to the goods or services for
which registration is sought, the context in which it is
bei ng used on or in connection with those goods or services
and the possible significance that the mark woul d have to
t he average purchaser of the goods or services because of
the manner of its use. In re Bright-Crest, Ltd., 204 USPQ
591, 593 (TTAB 1979).

On the other hand, a mark is suggestive if, when the
goods or services are encountered under the mark, a
mul ti stage reasoni ng process, or the utilization of
i magi nation, thought or perception, is required in order to
determ ne what attributes of the goods or services the mark
indicates. In re Abcor Devel opnent Corp., supra at 218.
As has often been stated, there is a thin |ine of
dermar cati on between a suggestive mark and a nerely
descriptive one, with the determ nation of into which
category a mark falls frequently being a difficult matter
i nvol ving a good neasure of subjective judgnent. 1Inre
At avi o, 25 USPQ@2d 1361 (TTAB 1992) and In re TMS Corp. of
the Anericas, 200 USPQ 57 (TTAB 1978).

In the present case, we find that the Exam ning

Attorney has not established that, when applied to
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applicant’s services, the phrase THE CAREG VERS MARKETPLACE
directly conveys information about the nature of the
services. W believe that sonme nental processing would be
requi red for prospective custoners of applicant’s services
to readily perceive the nerely descriptive significance of
THE CAREG VERS MARKETPLACE as it pertains to providing

busi ness nmarketing information in the nedical products and
servi ces busi ness.

Applicant concedes that the individual words that
conprise applicant’s mark have descriptive significance
when used in connection with the services. However,
considering the mark as a whole, we find that the
conmbi nation of the words in the mark herein results in
certain anbiguities such that no single neaning for the
phrase is imredi ately apparent. See In re Recovery, Inc.,
196 USPQ 830 (TTAB 1977)[ Board reversed refusal to register
RECOVERY for group therapy and self-help aftercare services
because term “appears, at first blush, to possess a
descriptive significance” but requires nental processing to
expl ai n significance].

As we see fromapplicant’s press rel ease and web
pages, applicant has two classes of custoners. One class
of custoners is caregivers who wll use applicant’s “TCM

card” and “group purchasing plan” to obtain discounted
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medi cal products and services and/or information about such
products and services. The other class of custoners is
conpani es/ organi zati ons whi ch manuf acture medi cal products
and provide other services to caregivers. These
conpani es/ organi zations do not enroll in applicant’s
program as such, but rather, provide infornmation about
their products and services and of fer purchaser incentives,
e.g., rebates, presunmably for purposes of getting
assessnments from applicant’s nenbers.

Applicant’s mark THE CAREG VERS MARKETPLACE has
potentially different connotations to these cl asses of
custoners, and is therefore anbi guous when used in
connection with “providing business nmarketing information
in the nedical products and services business.” To
caregivers, the mark may connote that applicant’s business
mar keting information services are designed to assist them
in the selection of home health products and services in
the marketpl ace. To conpani es and organi zati ons which
manuf acture products and provide other services to
caregivers, the mark may connote that applicant’s business
mar keting i nformati on services are designed to aid themin
selling their goods and services in the marketplace. In

vi ew of the anmbi guous nature of applicant’s mark, we find
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that it is not nerely descriptive of the identified
servi ces.

Finally, we recognize that we must resol ve whatever
doubt we may have regarding the nerely descriptive
character of the mark in favor of applicant and the mark
shoul d be published for opposition. 1In re Rank
Organi zation Ltd., 222 USPQ 324, 326 (TTAB 1984) and cases
cited therein.

Decision: The refusal to register under Section

2(e) (1) of the Act is reversed.



